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Examiner 



Applicant(s) 

STANDKE ET AL. 





A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

. |f NO period for reply is specified above the maximum »^ penod^ f^^j^gj^n ABANDONED (35 U.S.C. § 133). 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )g| Responsive to communication(s) filed on 11 April 2003 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance P ^OG°213 * " 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 45,3 u.fc. 

Disposition of Claims 

4) ^ Claim(s) M8 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-5 and 7-18 is/are rejected. 

7) E3 Claim(s) 6 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) IEl The specification is objected to by the Examiner. 

10)E The drawing(s) filed on 14 November 2001 is/are: a)H accepted or b)Q objected to by the Exam.ner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
! 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)BAII b)D Some*c)D None of: 

1 .B Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)) 
* See the attached detailed Office action for a list of the certified cop.es not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) 

U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



4) □ Interview Summary (PTO-413) Paper No(s). . 



4; | I INLCIVICW vjumiiiaijf \i ■v-r.w,.-, 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 
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Application/Control Number: 09/987,267 
Art Unit: 1712 

DETAILED ACTION 
Specification 

, The disclosure is objected to because of the following informalities: Applicant 
sets forth cyclic or net-like structures in the specification is on page 5, lines 17-21 , which 
refers to the structures as having an average degree of oiigomerization of 2-30. The 
cyclic and net-UKe structures are referred to as organoalkoxysiloxanes of formula I. 
However, the structure of formula I is necessarily linear in that the substituents R, K. 
and R" as defined in the specKication on page 5, line 1-4 are all monova/enf 
substituents. Thus, formula I does not allow for a cyclic or net-like product. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2 The following is a quotation of the second paragraph of 35 U.S.C. 112: 

3 Claims 10-18 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particuiarly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For claims 10, and 14-18, it is noted that formula I only supports linear 
organoalkoxysiloxanes, and not net-like or cyclic siioxanes. The only reference to cyclic 
or net-like structures in the specification is on page 5, lines 17-21 , which refers to the 
structures as having an average degree of oligomenzation of 2-30. The cyclic and net- 



Page 3 

Application/Control Number. 09/987,267 
Art Unit: 1712 

ft. sutures are referred to as organoa,koxysi,oxanes of ferula ,. However, the 
structure of formula I is necessarily linear in that the substituents R, R\ and R" as 
defined in claim 1 and in the specrfication on page 5, line « are all monovalent 

that in the process as claimed in claim 1 , the initial organotrichlorosilane and 
.etracblorosilanes could produce cyclic and/or net-like structures. In the process set 
forth in claim 1, the crude organoalkoxysiloxane is transferred to reaction-distillation 
column where volatile constituents are withdrawn out the top and where the 
organoalkoxysiloxane product is withdraw, as a bottom product. Although cydic and/or 
ne «-,ike structures may be formed, these structures would not conform to formu.a I. 

Claim Rejections - 35 USC § 103 

* nfOKHQp I03(a} which forms the basis for all 
4. The following is a quotation of 35 U.S>.o. lu^aj wim. 

obviousness rejections set forth in this Office action: 
(a.ApatentrnaynotbeobUin^^ 

forth in section 102 of this title, 'J* **^ a b 2£E3d have been obvious at the time the 
the prior art are such that the subiec matte as_ a »h<* «o.Jia ^ pertam , 

5. Claims 1-5, 7-10, and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fischer et al. (U.S. Patent No. 4,506,087). 

For claims 1, 10, and 15-18, in column 1, line 59 through column 2, line 8, 
Fischer teaches a continuous process for producing oiigomeric alkoxysilanes through 
,„e reaction of chlorosilanes with alcohols and water. In column 2, line 60 through 
column 3, line 50, Fischer teaches the process by which the oiigomeric alkoxysilanes 
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Woar eao t o,T h ete m pe ratUre o fth ereao torisb e.een^Can d SO=C,w hi cMs 
within the temperatures preferred by applicant. Fischer teaches , ha, , he HC, 

^ P owar*.^^^*- l "^ i,! ^ 4 -" n " 1M7, 

oroh iro k ifinoc which is within the range set 
Fischer teaches that the column temperature is 160 U wn 

forth by applicant. 

For Cairn 2, in column 2, line 24. Fischer teaches that isobutyltrichlorosiiane may 
beU sedasas,artin g product. ForclaimS, in column 2. lines 2.3, Fischer teaches 
that methanol or ethanol may be used as the alcohol. 

accumulates atthetopotthe column is fed into the first staoe o, the reason process 
As noted above, Fischer teaches that isobutylchiorosllane is a useful silane, and 

4 tha ,bothme,hano,andethanolcanbeused. The use of the isobutylchiorosllane 
combined w i,h «,e alcoho, as either methanol or ethanol.leads to products that have 
R=is „butyl, and R- to methanol or ethanol, depending on the alcoho, used. Even 
though , Fischer does no, teach an example with isob^chlorosiiane. because it ,s a 
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:nr:: -rr 

However, as noted by F,scher, a , k0)<y8i:ane prod uced. 

■ohio i« determined according to the desirea p. w 
' A result effective variable is determine 

^' 617F - 2d272 ' 205USPQ r::Z t e a -e dW e, im eon h e 
lne resulting organoaiKoxysiloxane. Applet has 
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set .0* in these d** * »"* ^ be obvtous t0 one o. ordinary 

Prties of the resulting composition and wouid be 
aesiredpropertesottn ^ 216I CCPA1«(». 
• s« in the art. In re Boesch. 617 F.2 

— ":r^rn— — 

For claims 1 and 10, F.scher ^ ^ 

xu x «f trpatina or coating using "i" 
above. Fischerfailstoteaohamethodof^ng 

. 1112 and1,Br e nnaneta,,eaohesamethodo f produoin g 
F0 rc l a,ms11, 1 2,and |n 4, line 67 through oolumn 5. 

linelO.Brennanetal.teacne 



-TTr.ri 

produced by Fiscner supported a 

prim a f acie obviousness determination in S,ncla,r & Carro 
Corp., 325 U.S. 327. 65 USPQ 297 0945) 

- *, 35 U S C 103(a) as being unpatentable over Fischer 
7 . claims 13 is reiected under 35 U.S.C. ( ^ and furth er in 

eta , (U .S.P,ent N o.4,506,oa7,asapplied»c,a,m S 1and10ab 

_ . ^ ki« k R7Q 147V 



view of Stanke et al. (U.S. Patent No. 5,679,147). 
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^oCumm. lines 1-15. and . ^ 
used ,o improve aneologicai prop"- ° 9 ^^^^ 

dispersi on 8a naemu, S ,on, M. « 
silic on coning — P* are use 

p ,, maf aoieo W ousn eS sae— ion,nS,ncla, r 

,«IIS 327 65USPQ297(19«) 
Corp., 325 U.S. 327, 

♦hp riam objections, set forth 

~ — rjr- — ~~ 

P Response to Arguments 

h beenfullyconsideredbuttheyarenot 

.nt* filed 4/1 1/03 have been tuny 
9 . ^icants arguments s „ 0 expre ss teaching o, *e ra«os 

^meabvaPPlicantor.eawe^me.nthe^ 



in 



is 
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A^* " 12 . able s in develop.ng.he process Calmed by 

app „cant. ^^l.,,,. a*- — Applet also argues 

^esandtM^r—s^veon.vbeen 

investigation by applicant. atiosand dv,ell times are result effective 

dw e,l U mes. While it may be true tha PP there is noting in .be 

aetermmet.eratiosandd^ltimeso.c 

forth wouid have been obvious as set fo* a o ^ ^ ^ ^ ^ 

.ousPO^ccr^HC-e ^^^.^ 

oth er reasons there was no evrdence of. 

we igh. or molar proportions.) ^ ^ » „ 

.eariy suggest in column 2. i,nes - , ^ ^ ^ ^ 

^ponding.o.edesiredCigomer.a, «. ^ has given spe * 
, u m m a*dism,ssednhera.iosanddweli,me, 
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— . — ^ . 

_ 

ro a , s0 continued. „ ^ paragraph, we 

rejections are also cu y s C §11 ^ 

potion unde, 35 U.S.C§1«^ 

specfleation" coric(usion tfica6on as 

10 This rejection* not mao 

— — * ■ o^onorea^—^ns^^ 

^n^ete^en^ns^ 



Page 10 



MU * 1712 „ d( 703)872-9311fo f AfterFmal 
e.^lOforregu.aroo—tionsandtW) 

communications. 
Any inquiry 



■ who status of this application or 

jeffrey B. Robertson 
Primary Examiner 
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